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Mr. Wier, from the Committee on the Judiciary, submitted the 
following 


UNIV. OF MICH. 
JUL 1 5 1952 


LAW LIBRARY 

The Committee on the Judiciary, to which was referred the bill 
(H. R. 3975) to amend section 1498 of title 28, United States Code, so 
as to permit a joint patentee to bring suit on a patent in the Court of 
Claims in certain cases where one or more of his copatentees is barred 
from doing so, having considered the same, reports favorably thereon, 
with an amendment, and recommends that the bill, as amended, do 
pass. 


REPORT 


[To accompany H. R. 3975] 


AMENDMENT 


On page 1, line 3, strike the words “first two sentences of the’’. 
The purpose of the proposed amendment is to correct a technical 
error appearing in the bill. 
PURPOSE 


The purpose of the proposed legislation is to amend section 1498 of 
title 28, United States Code, in order to permit a Government-em- 
ployee patentee to bring a suit on a patent in the Court of Claims. 


STATEMENT 


Section 1498 of title 28, United States Code, provides for suit against 
the United States in the Court of Claims for compensation for the 
unlicensed use or manufacture by or for the United States of a patented 
invention. The section denies such right to a patentee who is an 
employee of the Government when the suit is brought and does not 
apply to an invention made while the patentee is in the employ of the 
Government. 

Section 1498 of title 28 was written into the act of June 25, 1910, 
in order to provide a safeguard against the possibility of a patentee 
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in the Government service utilizing his official position to influence 
the use of his invention by or for the Government and then maintain- 
ing a claim for compensation for such use, and also to prevent a 
Government employee who made an invention in the course of his 
official duties from maintaining a claim for the use of the invention 
by the Government. 

In the Dubilier case (289 U.S. 178) the Supreme Court established 
that if an inventor is hired to invent or assigned to invent, title is in 
the employer. If he is not so hired or assigned and he uses the time, 
facilities, information, or the like of the employer, then title remains 
in the employee, but the employer has a license. In any other in- 
stance, full right, title, and interest remains in the employee. The 
right to sue, pursuant to this bill, in large part, follows title under the 
present law as established by the Dubilier case and similar decisions. 
If title is in the employee and he is not in a position to influence or 
induce the use of the invention by the Government, he is accorded the 
right to bring a suit against the Government in the Court of Claims. 

The bill will permit a Government employee who makes an inven- 
tion before entering the Government service to sue on the patent 
covering that invention the same as any other patentee, except where 
he is actually in a position to induce the use of his patented device by 
the Government. It will also permit a Government employee who 
makes an invention completely outside of his official function to 
maintain a suit against the Government without penalizing the 
Government unduly by inviting the filing of numerous suits by the 
Government-employee patentees where the invention is made in the 
general line of duty. 

It is recognized that Government employees sometimes make 
inventions that are wholly unrelated to their official functions and in 
the making of which neither Government time nor materials are used. 
In these cases, equity demands that the employee inventor be ade- 
quately rewarded if his invention is used by the Government. 

The bill would afford ample safeguards against any improper action 
by a patentee in the Government service in furtherance of his own 
interests and at the same time would remove the inequitable and 
unnecessary provision of the present law which is applicable to all 
employees of the Government, regardless of the relation of their 
inventions to their official functions. Moreover, the bill specifically 
states that the official function shall include research and develop- 
ment and specifically states that there shall not be a right of action in 
the Government-employee patentee where Government time, ma- 
terials, or facilities have been employed. 

Hearings were held in the House on H. R. 3975, and after a study of 
the bill as amended by the House the committee is of the opinion that. 
this legislation is meritorious and recommends that it be given faver- 
able consideration. 

CHANGES IN EXISTING LAW 


In compliance with subsection (4) of rule XXIX of the Standing 
Rules of the Senate, changes in existing law made by the bill, as re- 
ported, are shown as follows (existing law proposed to be omitted is 
enclosed in black brackets; new matter is printed in italics; existing 
law in which no change is proposed is shown in roman): 
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Sec. 1498, Tirte 28, Unirep States Cope 
SEC. 1498. PATENT CASES, 
© * * * * + s 


C‘‘This section shall not confer a right of action on any patentee who, when he 
makes such a claim, is in the employment or service of the United States, or any 
assignee of such patentee, and shall not apply to any device discovered or invented 
by an employee during the time of such employment or service.] 

“A Government employee shall have the right to bring suit against the Government 
under this section except where he was in a position to order, influence, or induce use 
of the invention by the Government. This section shall not confer a right of action 
on any patentee or any assignee of such patentee with respect to any invention dis- 
covered or invented by a person while in the employment or service of the United States, 
where the invention was related to the official functions of the employee, in cases in 
which such functions included research and development, or in the making of which 
Government time, materials, or facilities were used.” 
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